
a United States FXtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 

United States Patent and Trademark Office 

Aridron: COMMISSIONER OF PATENTS AND TRADEMARKS 

WosIUngtoii, D.C. 20231 

(rww.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



09/843,167 



04/27/2001 



BishwajitNag 



P 26689 1 
CLX-092I-CIP-2 



8588 



07/30/2002 



Pillsbury Winthrop LLP 
1600 Tysons Boulevard 
McLean, V A 22102 



EXAMINER 



BARTS, SAMUEL A 



ART UNIT 



PAPER NUMBER 



1621 

DATE MAILED: 07/30/2002 



r 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/843,167 




Examiner 

, Sa muel A Barts , , 

■■ The MAILING BATH of this communio n appears on the corer sheet with the correspW^ address ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1_ MONTH(S) FROM 

- If NO period for reply is spedfied above. <ho ma«mum r *^^™™^™ a rtteL .0 becorne ABANDONED (35 U S.C. § 133). 

" ^rep-ySW 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I )□ Responsive to communication(s) filed on ■ 

2aO This action is FINAL. 2b)D This action is non-final. 

3D Since this application is in condition for allowance except for formal matters prosecutor . as to the ments ,s 

} closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1^60 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) 13 Claim(s) h§0 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I ,□ The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. \ 

2 □ Certified copies of the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 

* See the attached detailed Office action for a list of the certified cop.es not rece.ved. 
14,D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisiona. applicat.on). 

a) □ The translation of the foreign language provisional application has been receded 
1 5)Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachment(s) 

r-i tof r-. h /p-rn m\ 4 > □ lnterview Summa, Y < PT °^ 13 ) Pa P er No(s) - — 

!)□ Notice of References C.ted (PTO-892) g Notice of Informal Patent ApplicaUon (PTO-1 52) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) LJ notw 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) U Other. 
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Election/Restrictions 



1. Restriction to one of the following inventions is required under 35 U.S.C. 



I. Claims 1-17, and 55-58 drawn to compounds and compositions, 
classified in class 546, and a variety of subclasses. 

II. Claims 18-26, drawn to a method of treating diabetes, classified in 
class 514, and a variety of subclasses. 

Ill Claims 27-35, drawn to treating inflammation classified in class 514, 

and multiple subclasses. 
IV. Claims 36-44, drawn to a method of treating immunological 

diseases, classified in class 514, and multiple subclasses. 
V Claims 45-54, and 59-60 drawn to a mutiple methods of treating 
diseases, classified in class 514, and multiple subclasses. 
The inventions are distinct, each from the other because of the following 
reasons: 

2. Inventions I is related to II, III, IV and V as product and a process of use. 
The inventions can be shown to be distinct if either or both of the following can 
be shown: (1) the process for using the product as claimed can be practiced with 
another materially different product or (2) the product as claimed can be used in 
a materially different process of using that product (MPEP § 806.05(h)). In the 
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instant case, the product as claimed can be used in a materially different process 
of using that product. 

3. Inventions II, III, IV and V are unrelated to each other. Inventions are 
unrelated if it can be shown that they are not disclosed as capable of use 
together and they have different modes of operation, different functions, or 
different effects (MPEP § 806.04, MPEP § 808.01). In the instant case, the 
different inventions have different functions (i.e. treating different ailments). 

4. Claims 1-63 are generic to a plurality of disclosed patentably distinct 
species comprising those disclosed in the examples of the specification. 
Applicant is required under 35 U.S.C. 121 to elect a single disclosed species, 
even though this requirement is traversed. 

Should applicant traverse on the ground that the species are not 
patentably distinct, applicant should submit evidence or identify such evidence 
now of record showing the species to be obvious variants or clearly admit on the 
record that this is the case. In either instance, if the examiner finds one of the 
inventions unpatentable over the prior art, the evidence or admission may be 
used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Claims 45-54 and 59-60 are generic to a plurality of disclosed patentably 
distinct methods of treament comprising those disclosed in the each claim. 
Applicant is required under 35 U.S.C. 121 to elect a single disclosed method. 
Note that the aliments being treated are not recognized as obvious over one 
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another. Should applicant desired to have all the different methods claims 
examined together, a statement on the record that they are obvious would 
suffice. 

5. Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement 
be traversed (37 CFR 1.143). 

6. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) 
if one or more of the currently named inventors is no longer an inventor of at 
least one claim remaining in the application. Any amendment of inventorship 
must be accompanied by a petition under 37 CFR 1.48(b) and by the fee required 
under 37 CFR1.17(i). 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Samuel A Barts whose telephone 
number is 703-308-4630. The examiner can normally be reached on 6:30-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Johan Richter can be reached on 308-1235. The fax 
phone numbers for the organization where this application or proceeding is 
assigned are 703-308-4556 for regular communications and 703-308-4556 for 
After Final communications. 
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Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 
703-308-1235. 



Jamuel ABarts 
Primary Examiner 
Art Unit 1621 



s.b. 

July 24, 2002 



